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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
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Application Papers 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
11 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 
Priority 

1. This application is a CIP of 10/366,236 filed on 02/13/2003 which claims benefit of 
60/359,098 filed on 02/22/2002 and claims benefit of 60/392,217 filed on 06/27/2002. The filing 
date is 06/26/2003. 

Double Patenting 

2. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude' 1 granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re LongU 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

Claims 1,3-11 and 13-20 are provisionally rejected under the judicially created doctrine 
of double patenting over claims 1-6 and 8-10 of copending Application No. 10/366,236. This is 
a provisional double patenting rejection since the conflicting claims have not yet been patented. 

The subject matter claimed in the instant application is fully disclosed in the referenced 
copending application and would be covered by any patent granted on that copending application 
since the referenced copending application and the instant application are claiming common 



subject matter. 
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Furthermore, there is no apparent reason why applicant would be prevented from 
presenting claims corresponding to those of the instant application in the other copending 
application. 

Claim Rejections - 35 USC § 112, second paragraph 
3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 1-10 are rejected under 35 U.S.C. 112, second paragraph as following: 

a. Claim 1 recites the limitation of " the message context " in lines 5 and 7. There is 
insufficient antecedent basis for these limitations in the claim. Claim 1 and its 
dependent claims 2-10 are rejected. 

b. For the purpose of applying art, claim 1 is read on lines 5 and 7 with "the context 
information" instead of "the message context". 

Appropriate corrections are required. 
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Claim Rejections - 35 USC § 101 Utility 
4. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 1-10 are rejected under 35 U.S.C. 101 because the claimed invention is directed to 
non-statutory subject matter. 

a. Claim 1 recites the limitation of "A system for providing ..." with further limitations 
describe a container driver, an interceptor and an invocation handler. It renders claim 
1 as software per se system. As such, the claim lacks the necessary physical articles 
or objects necessary for it to be a machine or a manufacture within the meaning of 35 
USC 101, and it's clearly not a series of steps or acts so as to be a process or 
combination of two or more substances so as to be a composition of matter, it fails to 
fall within a statutory category. Since the claim is not limited to embodiments 
eligible for patent protection, it is being rejected as non-statutory subject matter rather 
than a patent-eligible machine, manufacture, process or composition of matter. Claim 
1 and its dependent claims 2-10 are thus rejected. 

b. For the purpose of applying art, claims 1-10 are read as "A storage medium contains 
software system applications for providing access to web service, comprising: ..." 
and "The storage medium of claim 1, ..." respectively. 

Appropriate corrections are required. 
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Claim Rejections - 35 USC § 102 
5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 
122(b), by another filed in the United States before the invention by the applicant for patent 
or (2) a patent granted on an application for patent by another filed in the United States 
before the invention by the applicant for patent, except that an international application filed 
under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application 
designated the United States and was published under Article 21(2) of such treaty in the 
English language. 

Claims 1-20 are rejected under 35 U.S.C. 102(e) as being anticipated by Amirisetty et al. (US 

7152090 B2), hereinafter referred as Amirisetty. 

a. Regarding claim 1, Amirisetty disclosed a system for providing access to web 
services (column 1, lines 52-56: J2EE CA), comprising: a container driver that 
accepts invoke requests from a client for web services (column 1, lines 60-62: CCI; 
column 5, lines 54-61 : invoke through J2EE CA connector), an interceptor that 
receives context information for the invoke request from said container driver, and 
modifies the message context to be used with web services (column 6, lines 8-18: 
modify metadata content); and an invocation handler that receives the modified 
context information from said container driver, passes parameters from the message 
context to the target of the request, processes values returned from the target, and 
passes the values to the container driver, such that the container driver can formulate 
a response to the invoke request (Fig. 4; column 6, line 63-column 7, line 17: high- 
level function invoke low-level calls in sequence through connector; column 8, lines 
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10-21 : sequence of low-level function calls perform high-level function and return 
results). 

b. Regarding claim 2, Amirisetty disclosed the system of claim 1 wherein the client 
utilizes JAX-RPC to invoke the web services (Fig. 3; column 13, lines 13-25: server 
wrapper receives JAX-RPC). 

c. Regarding claim 3, Amirisetty disclosed the system of claim 1 wherein said container 
driver is adapted to perform any data binding and unbinding required to process the 
inyoke request (column 12, lines 12-20 and 44-55: JAXB). 

d. Regarding claim 4, Amirisetty disclosed the system of claim 1, further comprising a 
protocol adapter that intercepts web service invoke requests and passes the web 
service invoke requests to said container driver (column 9, lines 14-20: CCI adaptor 
provide a unified representation; lines 44-46: see Business XML; column 10, lines 
30-35: convert Business XML to protocol XML). 

e. Regarding claim 5, Amirisetty disclosed the system of claim 4, wherein said protocol 
adapter converts the format of an invoke request and create a message context 
containing the invoke request (column 9, lines 14-20: CCI adaptor provide a unified 
representation; lines 44-46: see Business XML; column 10, lines 30-35: convert 
Business XML to protocol XML). 

f. Regarding claim 6, Amirisetty disclosed the system of claim 1, further comprising a 
plugin component to be used by said container driver to perform any data binding and 
unbinding (column 10, lines 30-42: pluggable JAXB). 
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g. Regarding claim 7, Amirisetty disclosed the system of claim 1, further comprising an 
invocation context for storing arbitrary context data useful in processing the web 
request, said invocation context available to at least one of said interceptor and said 
invocation handler (column 11, lines 27-35: metadata stored in metadata repository). 

h. Regarding claim 8, Amirisetty disclosed the system of claim 1 , wherein said 
invocation handler manages security policies, transaction management, and target 
object life cycle for the request (column 1, lines 52-60: managing resource pooling, 
transactions and security). 

i. Regarding claim 9, Amirisetty disclosed the system of claim 1, further comprising a 
web service container for hosting said container driver, said interceptor, and said 
invocation handler (column 1, lines 52-60: J2EE CA in Web/Application server). 

j. Regarding claim 10, Amirisetty disclosed the system of claim 1, further comprising a 
target object to which said invocation handler can delegate processing the invoke 
request (column 13, lines 13-25: request payload as input to target function). 

k. Claim 1 1 and 20 are of the same scope as claims 1, 3 and 9. These are rejected for the 
same reasons as for claims 1, 3 and 9. 

1. Claims 12-15 and 17-19 are of the same scope as claims 1-5 and 7-10. These are 
rejected for the same reasons as for claims 1-5 and 7-10. 

m. Regarding claim 16, Amirisetty disclosed the method of claim 11, wherein said step 
of binding the message context comprises using a codec selected from the group 
consisting of Java Binding codecs, SOAP codecs, XML codecs, and custom codecs 
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(column 12, lines 44-67: content-specific interface, e.g. XML, SAX, JAXB and 
SOAP, DOM, JDOM). 

Amirisetty disclosed all limitations of claims 1-20. Claims 1-20 are rejected under 35 U.S.C. 
102(e). 
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Remarks 

6. The following pertaining arts are discovered and not used in this office action. Office 
reserves the right to use these arts in later actions. 

a. Banerjee et al. (US 20030131049 Al) Internationalization of the web services 
infrastructure 

b. Bailer et al. (US 200301 1 8353 Al) Method and apparatus for managing intelligent 
assets in a distributed environment 

c. Brown et al. (US 200301 10242 Al) Method and apparatus for dynamic 
reconfiguration of web services infrastructure 

d. Brittenham et al. (US 20020178254 Al) Dynamic deployment of services in a 
computing network 

e. Humpleman et al. (US 6466971 Bl) Method and system for device to device 
command and control in a network: web service 

f. Faccin et al. (US 20020120729 Al) Internet protocol based service architecture 

g. Merrick et al. (US 70283 1 2 B 1 ) XML remote procedure call (XML-RPC) 
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Conclusion 



7. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Refer to the enclosed PTO-892 for details. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Peling A. Shaw whose telephone number is (571) 272-7968. The 
examiner can normally be reached on M-F 8:00 - 4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, William C. Vaughn can be reached on (571) 272-3922. The fax phone number for 
the organization where this application or proceeding is assigned is (571) 273-8300. 

Information regarding the statu9s of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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